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DETAILED ACTION 

1 . This action is in response to Amendment "B" filed 25 August 2005. 

2. Claims 1-36 remain pending. Claims 37-39 have been withdrawn from 
consideration (see Election/Restrictions section below for explanation), 

Election/Restrictions 

3. Newly submitted claims 37-39 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

a. Group I: Claims 1-36 are directed towards downloading configuration data 
and configuring a hard copy output engine using the downloaded configuration 
data, classified in class 709, subclass 220 (network computer configuring). 

b. Group II: Claims 37-39 are directed towards discovering a plurality of hard 
copy output engines that exist in a computer network, classified in class 709, 
subclass 224 (computer network monitoring). 

The inventions are distinct, each from the other because of the following reasons: 

4. Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as the ability to discover hard copy output engines coupled to the network. See MPEP 
§ 806.05(d). 

Since applicant has received an action on the merits for the originally presented 
invention, Group I, this invention has been constructively elected by original 
presentation for prosecution on the merits. Accordingly, claims 37-39 (Group II) have 
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been withdrawn from consideration as being directed to a non-elected invention. See 
37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-3, 5-9, 12-17, 19-22, and 25-36 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Hayward et al. (U.S. 6,629,134), hereinafter referred to as Hayward 
etal. 

7. Regarding claims 1 , 8, and 21 , Hayward et al. disclose a method of configuring a 
hard copy output engine comprising: 

• Downloading data including a configuration plug-in and configuration data each 
including user-specified information (col. 4, lines 12-19 and col. 7, lines 48-60); 
and 

• Configuring the hard copy output engine using the downloaded data (col. 7, lines 
48-60). 

8. Regarding claim 15, Hayward et al. disclose a computer implemented control 
system for a hard copy output engine, the system comprising: 



Application/Control Number: 09/976,630 Page 4 

Art Unit: 2142 

• Memory configured to store a software module (col. 4, lines 15-19 and col. 6, 
lines 47-53); and 

• Processing circuitry configured to employ the software module to: 

o Download data including a configuration plug-in and configuration data 
each including user-specified information (col. 4, lines 12-19 and col. 7, 
lines 48-60); and 

o Configure a hard copy output engine using the downloaded data (col. 7, 
lines 48-60). 

9. Regarding claims 2, 9, 1 6, and 22, in accordance with claims 1,8,15, and 21 , 
respectively, Hayward et al. disclose the method wherein the configuration plug-in and 
configuration data include data prepared by: 

• Determining a make and model for the hard copy output engine (see Abstract 
and col. 3, line 65 - col. 4, line 2); and 

• Determining user thresholds for consumables associated with the hard copy 
output engine (col. 8, lines 38-44). 

10. Regarding claim 3, in accordance with claim 1 , Hayward et al. disclose the 
method wherein downloading includes: 

• Sending an electronic message via the Internet to a website for a vendor 
associated with the hard copy output engine (col. 4, lines 5-11); and 

• Receiving an electronic message via the Internet in response to sending (col. 4, 
lines 13-18). 
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1 1 . Regarding claims 5, 12, 17, and 25, in accordance with claims 1,8, 15, and 21 , 
respectively, Hayward et al. disclose the method wherein configuring includes setting a 
threshold for an element chosen from a group consisting of: pigmentation material, 
marking material, number of hours of operation and number of sheets of print media 
consumed (col. 2, lines 33-35 and col. 8, lines 38-44). 

12. Regarding claims 6, 13, 19, and 26, in accordance with claims 1,8, 15, and 21, 
respectively, Hayward et al. disclose the method wherein the hard copy output engine is 
chosen from a group consisting of: facsimile machines, photocopiers and printers (col. 
3, lines 44-48). 

13. Regarding claims 7, 14, 20, and 27, in accordance with claims 1, 8, 15, and 21, 
respectively, Hayward et al. disclose the method wherein the configuration plug-in and 
configuration data include data prepared by: 

• Determining a make and model for the hard copy output engine (see Abstract 
and col. 3, line 65 - col. 4, line 2); 

• Determining a serial number for the hard copy output engine (see Abstract and 
col. 3, line 65 - col. 4, line 2 and col. 4, lines 56-60); and 

• Determining user thresholds for consumables associated with the hard copy 
output engine (col. 8, lines 38-44). 

14. Regarding claim 28, Hayward discloses the method wherein the downloading 
comprising downloading a value, and the configuring comprises setting a threshold for a 
consumable associated with the hard copy output engine using the value (col. 4, lines 
12-19 and col. 8, lines 38-44). 
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15. Regarding claims 29 and 34, Hayward discloses the method wherein the 
downloading comprising downloading a threshold for replenishment of a consumable 
associated with the hard copy output engine (col. 4, lines 12-19 and col. 8, lines 38-44). 

16. Regarding claim 30, Hayward discloses the method wherein the configuring 
comprises setting the threshold of the hard copy output engine (col. 4, lines 12-19 and 
col. 8, lines 38-44). 

17. Regarding claim 31 , Hayward discloses the method further comprising: 
providing the user-specified information from a user col. 4, lines 12-19 and col. 7, 
lines 48-60; and 

generating at least one of the configuration plug-in and configuration data using 
the user-specified information before the downloading (col. 3, lines 54-64). 

18. Regarding claim 32 and 35, Hayward discloses the method wherein the 
configuring comprises altering the hard copy output engine (col. 4, lines 12-19). 

19. Regarding claims 33 and 36, Hayward discloses the method wherein the 
configuring comprises altering an operation of the hard copy output engine with respect 
to formation of hard images upon paper (col. 4, lines 12-19, it is deemed inherent that 
hard copy output engines can and most commonly print or place hard images on 
paper.). 

Claim Rejections - 35 USC § 103 

20. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

21. Claims 4, 10, 11, 18, 23, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hayward et al. in view of Uchida et al. (U.S. 6,317,570), hereinafter 
referred to as Uchida et al. 

Regarding claims 4, 10, 11, 18, 23, and 24, Hayward et al. disclosed the method of 
sending and receiving electronic message transmissions (col. 4, lines 5-11, 13-18) via 
the Internet and Internet access provided by Internet service providers, but are silent on 
the use of a firewall. However in related prior art, Uchida et al. disclose a method for a 
user and a service center for the peripherals to establish communication via the Internet 
and have it secured by use of a firewall (see Fig. 1 , Fig. 2, col. 3, lines 3-35). One of 
ordinary skill in the art at the time of the applicant's invention would have found it 
obvious to utilize the use of a firewall as disclosed in the method of communication 
utilized by Uchida et al. in order to achieve the desired level of security and protection a 
firewall offers (Uchida et al., col. 3, lines 3-4 and 30-32). It is for this that one of 
ordinary skill in the art would have been motivated to modify and improve the 
communication method disclosed by Hayward et al. to represent the more secure 
communication via the Internet method disclosed by Uchida et al. 

Response to Arguments 

22. Applicant's arguments filed 25 August 2005 have been fully considered but they 
are not persuasive. 

23. (A) Referring to claim 1 , the Applicant argues that Hayward does not teach 
"downloading a configuration plug-in." 
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24. As to point (A), the Examiner respectfully disagrees. As instructed, an Examiner 
is to take the broadest reasonable interpretation of a claim in light of the specification 
provided, and due to the fact that the use of a configuration plug-in was not clearly 
defined in detail in the instant application's specification, the Examiner has been 
required to define the term using the acceptable definition as is known in the art. A 
plug-in is merely an add-on to a larger application that assists in completing a smaller 
task or subroutine. In this case, a "configuration plug-in" would be defined as any type 
of program or subroutine that assists in the steps of completing configuration of a hard 
copy output engine. Hayward utilizes the use of a HTML formatted page in conjunction 
with installation software in order to complete the configuration of a device that is to be 
configured. The HTML formatted page in conjunction with the web browser which is 
accessed over a network connection being the applicant's "configuration plug-in". It is 
deemed well known in the art that web browsers use software plug-ins to complete 
tasks and subroutines (i.e. installation wizards, media players etc.). Hayward 
demonstrates this in column 3, line 54 - column 4, line 1 1 . A user provides information 
to the software program (or plug-in) that is downloaded over a network connection onto 
a user's machine and appropriate information is retrieved. Due to this rationale, claim 1 
stands rejected in view of Hayward. 

25. (B) Applicant argues that Hayward does not disclose or suggest "the 
configuration plug-in or configuration data each including user-specified information." 

26. As to point (B), the Examiner respectfully disagrees. As instructed, an Examiner 
is to take the broadest reasonable interpretation of a claim in light of the specification 
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provided, and due to the fact that the use of user-specified information was not clearly 
defined in detail in the instant application's specification, the Examiner has been 
required to define the term using the acceptable definition as is known in the art. The 
Examiner interprets "user-specified information" as any type of data a user to provides 
which is imperative for the configuration data to be retrieved appropriately. Hayward 
clearly discloses a user providing information in column 3, lines 54-64 in order to 
correctly receive appropriate configuration data which is in turn used to configure the 
network device (i.e. hard copy output engine). 

27. (C) Applicant argues that Hayward does not teach the performance of any 
configuration operations. 

28. As to point (C), the Examiner respectfully disagrees. Again, as mentioned 
before, the Examiner is instructed to take the broadest reasonable interpretation of a 
claim in light of the specification provided. The Examiner directs the applicant's 
attention to column 4, lines 13-19 and 42-45 wherein the vendor web site provides all 
data needed by the user in order for the networked device (i.e. hard copy output engine) 
to configured properly. Hayward provides an environment wherein a user is supplied 
with the latest configuration setup in order to be up to date with the latest release of 
configuration information/data. 

29. (D) Applicant argues that Hayward does not include any "user-specified 
information". 

30. As to point (D), the Examiner respectfully disagrees. As mentioned above in 
point (B), an Examiner is to take the broadest reasonable interpretation of a claim in 
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light of the specification provided, and due to the fact that the use of user-specified 
information was not clearly defined in detail in the instant application's specification, the 
Examiner has been required to define the term using the acceptable definition as is 
known in the art. The Examiner interprets "user-specified information" as any type of 
data a user to provides which is imperative for the configuration data to be retrieved 
appropriately. Hayward clearly discloses a user providing information in column 3, lines 
54-64 in order to correctly receive appropriate configuration data which is in turn used to 
configure the network device (i.e. hard copy output engine). If a user does not specify 
any information at all, the user would not be expected to receive ANY of the correct 
configuration data they expect to receive from the server. 

31 . (E) Applicant argues that Hayward does not teach the claim limitation 
"configuring the hard copy output engine using the downloaded data." 

32. As to point (E), the Examiner respectfully disagrees. Again, as mentioned 
before, the Examiner is instructed to take the broadest reasonable interpretation of a 
claim in light of the specification provided. As mentioned in point (C), the Examiner 
directs the applicant's attention to column 4, lines 13-19 and 42-45 wherein the vendor 
web site provides all data needed by the user in order for the networked device (i.e. 
hard copy output engine) to be configured properly. Hayward provides an environment 
wherein a user is supplied with the latest configuration setup in order to be up to date 
with the latest release of configuration information/data. 
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33. (F) Applicant argues that Hayward does not teach "configuration plug-in and 
configuration data include data prepared by determining user thresholds for 
consumables." 

34. As to point (F), the Examiner respectfully disagrees. Hayward clearly discloses 
the use of the configuration and plug-in and configuration data as mentioned above in 
points (A) and (B). Hayward uses configuration data retrieved from the web server in 
order to be supplied with the latest configuration setup in order to be up to date with the 
latest release of configuration information/data. It is deemed by the Examiner inherent 
that peripheral condition information would be included in this type of information in 
order for the hard copy output engine to indicate when consumables are running low. 
This being mentioned by Hayward in column 4, lines 12-19 and column 8, lines 38-44. 
Hayward uses peripheral conditions to determine when consumables are low (i.e. paper 
low, ink level low). 

35. (G) Applicant argues that Hayward does not teach all of the claim limitations of 
claim 8. 

36. As to point (G), Applicant's attention is directed to points (A)-(E) above. 

37. (H) Applicant argues that Hayward does not teach all of the claim limitations of 
claim 15. 

38. As to point (H), Applicant's attention is directed to points (A)-(E) above. 

39. (I) Applicant argues that Hayward does not teach all of the claim limitations of 
claim 15. 

40. As to point (I), Applicant's attention is directed to points (A)-(E) above. 
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41 . In regards to newly added claims 28-39, applicant's attention is directed to the 
rejections applied above. 

Conclusion 

42. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action (in regards to newly added claims). Accordingly, THIS ACTION IS 
MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin A. Ailes whose telephone number is (571)272- 
3899. The examiner can normally be reached on M-F 6:30-4, IFP Work Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on (571)272-3868. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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